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REMARKS 

Claims 1-13 and 27-33 are currently pending in the subject Application. Claims 14-26 have been 
previously canceled without prejudice. Claims 1-13 and 27-33 stand rejected under 35 U.S.C. § 102(b) over 
U.S. Patent No. 5,758,327 to Gardner et al. (^'Gardner''). 

Appellants hereby request a Pre-Appeal Brief Review (hereinafter "Review") by the Pre-Appeal 
Brief Conference Panel (hereinafter the "Panel") of Claims 1-13 and 27-33 finally rejected in the Final Office 
Action mailed 21 June 2006. This Request is provided herewith in accordance with the rules set forth in the 
OG of 12 July 2005. The Review is requested because the final rejection of Claims 1-13 and 27-33 is clearly 
improper and is based on errors in fact and is without basis, at least for the reasons set forth herein. 

I. FINAL REJECTION, PREMATURE : 

Appellants respectfiilly submit that the finality of the Final Office Action mailed 21 June 2006 is 
clearly improper and without basis. In response to a Final Office Action dated 22 December 2005, 
Appellants submitted a Response on 21 March 2006, including a Request for Continuation to allow for the 
entry of the Response. In the Response filed on 21 March 2006, Appellants amended independent Claims 1 
and 27-29 and added new Claims 30-33 in order to more particularly point out and distinctly claim 
Appellants invention. Appellants respectfully submit that new Claims 30-33 raise new issues that require 
fiirther consideration and/or search by the Examiner. However, although the Examiner acknowledges the 
addition of new Claims 30-33 in the Preliminary Remarks section of the Office Action mailed 21 June 2006. 
The Office Action fails to object or reject the new issues raised in new Claims 30-33, with regards to 
Gardner, or any prior art. Accordingly, the finality of the Final Office Action mailed 21 June 2006 is clearly 
improper and without basis and should be withdrawn, {see MPEP § 706.07(c), (d), and (e)). Therefore, 
Appellants respectfully request that the Panel withdraw the rejections and that Claims 1-13 and 27-33 be 
allowed. 

n. CLEAR DEFICIENCY IN THE EXAMINER'S ARGUMENT : 

Appellants respectfiilly submit that the rejections of record in the subject Application are clearly not 
proper and without basis. For example, the Examiner asserts that if '*the references [Gardner] applied to the 
[35 U.S.C. § 102] rejection fail to use the same names for certain elements as the names used by Appellant, 
the argument is irrelevant, (21 June 2006 Final Office Action, Page 8). (Emphasis Added). Appellants 
respectfully disagree and further respectfully request the Examiner or the Panel to cite a specific rule in 3 7 
CF.R. or in the MPEP that specifically states that Appellants arguments are ''irrelevant, if the references 
applied to a 35 U.S.C. § 102 rejection fail to use the same names for certain elements as the names used by 
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the Appellant. Appellants respectfully submit that the Examiner's ''irrelevant' argument is a clear 
deficiency in the purported prima facie case of anticipation in support of the Examiner^s rejection. 

In support of the Examiner's above allegations, the Examiner cites, In re Bond, 15 USPQ2d 1566 
(Fed. Circ. 1990), as holding that a reference "need not be in the identical words as used in the claims in order 
to be anticipatory." (21 June 2006 Final Office Action, Page 8). Appellants respectfully disagree and further 
respectfully submit that In re Bond does not hold the alleged holding as asserted by the Examiner and even 
if it does, which it does not, the facts in In re Bond are clearly distinguishable. 

Appellants respectfully direct the Panel's attention to the pertinent parts of In re Bond regarding the 
35 U.S.C. § 102 anticipation rejection: 

For a prior art reference to anticipate in terms of 35 U.S.C. § 102, every element of 
the claimed invention must be identically shown in a single reference. Diversitech Corp. v. 
Century Steps, Inc., 850 F.2d 675, 677, 7 USPQ2d 1315, 1317 (Fed. Cir. 1988). These 
elements must be arranged as in the claim under review, Lindemann Maschinenfabrik v. 
American Hoist & Derrick Co., 730 F.2d 1452, 1458, 221 USPQ 481, 485 (Fed. Cir. 1984). 

In In re Bond, the court vacated the United States Patent and Trademark Office Board of Patent 
Appeals and Interferences (hereinafter "Board's") anticipation rejection and stated that the anticipation of 
Appellants claim was deficient. In In re Bond, the patent application was directed to the remote turn-on 
feature of a telephone answering machine. In In re Bond, Claim 1 provided for inter alia, a combination of 
control means, first circuit means, second circuit means, and delay means. In In re Bond, the Examiner 
rejected Claim 1 under 35 U.S.C. § 102 over U.S. Patent No. 3,723,656 to Curtis, et al. (hereinafter ''Curtis''). 
However, in In re BondC\?i\m 1 was a means-plus-ftinction claim of which the court articulated: 

While a "means-plus-function" limitation may appear to include all means capable 
of achieving the desired ftinction, the statute requires that it be "construed to cover the 
corresponding structure, material, or acts described in the specification and equivalents 
thereof" 35 U.S.C. § 1 12 paragraph 6. 

The court, in In re Bond reasoned that the "Board made no finding that the delay means of Claim 1 
and that embodied in the Curtis device [were] structurally equivalent." The court in In re Bond held that the 
Board's "decision as to the anticipation of Claim 1 [was] deficient and must be vacated." In addition, the in 
In re Bond court also reversed the Board's holding regarding the obviousness rejection. 

Like the In re Bond case, where the court stated that in order for "a prior art reference to anticipate in 
terms of 35 U.S.C. § 102, every element of the claimed invention must be identically shown in a single 
reference". Appellants respectfully submit that the Examiner has mischaracterized the In re Bond holding 
including the Examiner's assertion that a reference "need not be in the identical words as used in the claims in 
order to be anticipatory". (21 June 2006 Final Office Action, Page 8). Furthermore, unlike the In re Bond 
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case, where the 35 U.S.C. § 102 rejection was based on the means-plus-function language of Claim 1, the 
Examiner, in the subject Application has not objected or rejected any claim under 35 U.S.C. § 1 12 paragraph 
6. 

Appellants respectfully submit that Appellants do not understand the Examiner's ''irrelevant 
argument or the Examiner's use of the In re Bond case with respect to the subject Application. Accordingly, 
Appellants respectfully request that the Panel find that the Examiner's ''irrelevant argument is a clear 
deficiency in the purported prima facie case of anticipation in support of the Examiner's rejection. In 
addition, Appellants respectfully request that the Panel withdraw the rejections and that Claims 1-13 and 27- 
33 be allowed. 

m. GARDNER FAILS TO ANTICIPATE CLAIMS 1-13 AND 27-33 

Claims 1-13 and 27-33 stand rejected under 35 U.S.C. § 102(b) over Gardner. Appellants 
respectfully submit that Gardner fails to disclose each and every limitation recited by Claims 1-13 and 27-33. 
Appellants respectfully submit that the Examiner's final rejection is clearly not proper because inter alia the 
Examiner provides no concise explanation as how Gardner is considered to anticipate all of the limitations in 
Claims 1-13 and 27-33. (e.g., see 10 August 2006 Response, Pages 15-17). A prior art reference 
anticipates the claimed invention under 35 U.S.C. § 102 only if each and every element of a claimed 
invention is identically shown in that single reference, MPEP §2131. (Emphasis Added). 

The Examiner's final rejection under 35 U.S.C. § 102 is a clear deficiency in the purported prima 
facie case of anticipation because inter alia, the Examiner has not shown how each and every element of 
Appellants claimed invention is identically shown in Gardner. For example, the Examiner asserts that "the 
system of Gardner indeed includes using at least one customer-specified rule identifying a sourcing 
constraint in determining which supplier to use". (21 June 2006 Final Office Action, Page 7). Appellants 
respectfully disagree and specifically address the Examiner's clear deficiency in the purported prima facie 
case of anticipation in support of the Examiner's rejection, (e.g., see 10 August 2006 Response, Page 15). 
In another example, the Examiner asserts that "the system of Gardner indeed includes receiving quotes that 
comprise availability information". (21 June 2006 Final Office Action, Page 7). Appellants respectfully 
disagree and specifically address the Examiner's clear deficiency in the purported prima facie case of 
anticipation in support of the Examiner's rejection, (e.g., see 10 August 2006 Response, Pages 16-17). In 
still another example, the Examiner asserts that "the system of Gardner indeed includes generating a 
quotation that includes the contract value". (21 June 2006 Final Office Action, Page 8). Appellants 
respectfully disagree and specifically address the Examiner's clear deficiency in the purported prima facie 
case of anticipation in support of the Examiner's rejection, (e.g., see 10 August 2006 Response, Page 1 7). 
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In addition, Appellants respectfully submit that the Examiner has not set forth the relevant 
teachings of Gardner including any references to the relevant column and line numbers of Gardner or 
asserted any argument or remarks regarding how each and every element of the Appellants claimed invention 
is identically show^n in Gardner, The Appellants respectfully point out that "it is incumbent upon the 
examiner to identify wherein each and every facet of the claimed invention is disclosed in the applied 
reference." Ex parte Levy, 17 U.S.P.Q.2d (BNA) 1461, 1462 (Pat. & Tm. OflF. Bd. Pat. App. & Int. 1990). 
Accordingly, the Final Office Action has failed to establish a prima facie case of anticipation in Claims 1- 
13 and 27-33 under 35 U.S.C § 102 with respect to Gardner because Gardner fails to identically disclose 
each and every element of the Appellants claimed invention, arranged as they are in Appellants claims. 
Therefore, Appellants respectftiUy request that the Panel withdraw the rejections and that Claims 1-13 and 
27-33 be allowed. 

IV. Conclusion: 

Appellants respectftilly submit that the finality of the Final Office Action mailed 21 June 2006 is 
clearly improper and without basis. Appellants further respectfully submit that the Examiner's final rejection 
is clearly not proper because the Examiner has clearly failed to state a prima facie anticipation rejection of 
Appellants Claims 1-13 and 27-33. Accordingly, Appellants respectfully request that the Panel withdraw the 
rejections and issue a Notice of Allowance of Appellants Claims 1-13 and 27-33. The Panel is invited to call 
the undersigned, Steven J. Laureanti, if in the opinion of the Panel such a telephone conference would 
expedite or aid the prosecution and examination of the subject Application. 



Respectfully submitted. 



Date 





-Steven J. Laureanti, Registration No. 50,274 
Daren C. Davis, Reg. No. 38,425 
Michael Alford, Reg. No. 48,707 
Law Offices of James E. Walton, P.L.L.C. 
1 169N. Burleson Blvd., Suite 107-328 
Burleson, Texas 76028 
(817) 447-9955 (voice) 
(817) 447-9954 (facsimile) 
daren@waltonpllc.com (e-mail) 
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